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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 11-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Masaaki (Japanese Pat. No. JP 3082537) "'537" and further in view of 
Masanori (Japanese Pat. No. JP5914226) "'226". 

Consider claims 1, 6 and 17-18, '537 teaches the use of an antistatic agent 
used as a coating, where the agent has a surface resistivity of 10<10> OMEGA or less 
with a surface roughness of 10-25 nanometers. (Constitution) While '537 does not 
specify the use of a conductive metal oxide, '537 does mention various surface active 
agent being used for the antistatic agent including inorganic compound particulates. 
'226 teaches an antistatic coating comprising tin oxide as its conductive material. 
(Constitution) It would have been obvious to a person of ordinary skill in the art to 
combine the antistatic coating of'537 with the antistatic coating of '226 to give 
heightened transmittance to the antistatic article. 

Consider claims 2, 3, 11, 12, the claimed invention is taught by the combination 
of '537 and '226, with '226 stating that lowering the haze value as a positive 
achievement, therefore an article taught by the combination of '537 and '226 would be 
considered to have the properties of a haze value of 10% or lower and a total light 
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transmittance of 84% or higher since '226 specifically states that these are the goals 
they are attempting to achieve in the abstract. These percentages are considered to be 
obvious to a person skilled in the art due to the purpose given by '226 in the abstract. 

Consider claim 4, 13, the antistatic molded body is considered to be made in a 
variety of shapes since both '537 and '226 utilize polymers (which can be manipulated 
into a variety of shapes) as their substrate film, therefore it is considered obvious to a 
person skilled in the art to have these structures made in to a variety of three- 
dimensionally shaped with the antistatic coating thereon, including concave and convex 
parts. 

Consider claim 5, 14, 15, 16, the claiming of spraying the antistatic coating 
material is considered to be a product by process limitation and even though product-, 
by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is 
the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process.", (In re Thorpe, 227 USPQ 
964,966). Once the Examiner provides a rationale tending to show that the claimed 
product appears to be the same or similar to that of the prior art, although produced by 
a different process, the burden shifts to applicant to come forward with evidence 
establishing an unobvious different between the claimed product and the prior art 
product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), MPEP 
2113). 
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Claims 1, 4-6, 16, 19-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Masaaki (Japanese Pat. No. JP 3082537) "'537" and further in 
view of Ito (U.S. Pub. No. 2003/0157317) "Ito". 

Consider claims 1, 6 and 19-20, '537 teaches the use of an antistatic 
agent used as a coating, where the agent has a surface resistivity of 10<10> OMEGA or 
less with a surface roughness of 10-25 nanometers. (Constitution) While '537 does not 
specify the use of a conductive metal oxide, '537 does mention various surface active 
agent being used for the antistatic agent including inorganic compound particulates. Ito 
teaches an antistatic layer that has a resistance of less than 10<12> OMEGA, 
preferably 10<4>— 10<12> OMEGA that uses tin oxide as the inorganic oxide. (Para. 
35-37 and Para. 49) It would have been obvious to a person skilled in the art at the 
time of the invention of combine the antistatic agent of '537 with the coating of Ito to 
make a stronger, more adhesive coating to be placed over a film or substrate. (Para. 
19) 

Consider claim 4, Ito teaches that the substrate can be flat plats of molded 
articles in various shapes (Para. 33), therefore it is considered obvious to a person 
skilled in the art to have these structures made in to a variety of three-dimensionally 
shaped with the antistatic coating thereon, including concave and convex part. 

Consider claims 5 and 16, Ito teaches that the antistatic layer can be applied by v 
the use of a spraying method. (Para. 67) Additionally, the claiming of spraying the 
antistatic coating material is considered to be a product by process limitation and even 
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though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process.", (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP2113). 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Masaaki (Japanese Pat. No. JP 3082537) "'537", Masanori (Japanese Pat. No. 
JP5914226) "'226" and further in view of Ito (U.S. Pub. No. 2003/0157317) "Ito". 

Consider claim 7, '537 teaches the claimed article of claim 1 in combination with 
'226 or Ito. Ito teaches the use of a conductive metal oxide particles (tin oxide Para. 49) 
in conjunction with a binder resin (Para. 61) with . an organic solvent of ethyl acetate 
(Para. 53) in addition to teaching the a solid matter concentration embodiment of 20% 
(Para. 188). '226 on the other hand teaches that the content of the tin oxide 
electroconductive fine powder is preferably between 45-80% by weight with a particle 
size of 20 nanometers. (Abstract) It would have been obvious for a person skilled in 
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the art at the time of the invention of the invention to combine the article of '537 with the 
coating characteristics of '226 and Ito to obtain heightened transmittance with a lower 
haze value for the antistatic article. ('226, abstract) 

Claims 8-10, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ito (U.S. Pub. No. 2003/0157317) "Ito" and further in view of 
Masanori (Japanese Pat. No. JP5914226) "'226". 

Consider claims 8 and 9, Ito teaches an antistatic coating material (Para. 35- 
36) with the use of a conductive metal oxide particles (tin oxide Para. 49) in conjunction 
with a binder resin (Para. 61) with an organic solvent of ethyl acetate (Para. 53) in 
addition to teaching the a solid matter concentration embodiment of 20% (Para. 188). 
'226 on the other hand teaches that the content of the tin oxide electroconductive fine 
powder is preferably between 45-80% by weight with a particle size of 20 nanometers, 
which is considered to encompass the limitation of 100nm and 200nm or smaller. 
(Abstract) It would have been obvious for a person skilled in the art at the time of the 
invention of the invention to combine the article of Ito with the coating characteristics of 
'226 to obtain heightened transmittance with a lower haze value for the antistatic article. 
('226, abstract) 

Consider claim 10, since both Ito and '226 teach the article of claim 8, the article 
is considered to have the same characteristics as claimed in claim 10. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gordon R. Baldwin whose telephone number is 
(571)272-5166. The examiner can normally be reached on M-F 7:45-5:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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